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DETAILED ACTION 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-9 and 17 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 1 recites the limitation "the carrier" in line 4. There is insufficient 
antecedent basis for this limitation in the claim. 

In claim 1 , "at least one element selected from group... periodic table" and "at 
least one element selected from among ... and polonium" is improper Markush language 
and thus indefinite. See MPEP 2173.05(h) I. 

In claim 2, line 3, "heteropolyacids and/or their salts" is indefinite with regards to 

and/or. 

In claim 2, "at least one compound selected from... salts" is improper Markush 
language and thus indefinite. See MPEP 2173.05(h) I. 

In claim 3, "at least one compound selected from... and chromium" is improper 
Markush language and thus indefinite. See MPEP 2173.05(h) I. 

In claim 4, "at least one element selected from... and platinum" is improper 
Markush language and thus indefinite. See MPEP 2173.05(h) I. 

In claim 5, at least one element selected from... and tellurium" is improper 
Markush language and thus indefinite. See MPEP 2173.05(h) I. 
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In claims 6-8, line 2, "heteropolyacid and/or their salt" is indefinite with regards to 

and/or. 

In claim 7, "at least one element selected from... and boron" is improper Markush 
language and thus indefinite. See MPEP 2173.05(h) I. 

In claim 8, "at least one compound selected from... their salts" is improper 
Markush language and thus indefinite. See MPEP 2173.05(h) I. 

In claim 9, "an element selected from... and zinc" is improper Markush language 
and thus indefinite. See MPEP 2173.05(h) I. 

In claim 17, "at least one compound selected from... and chromium" is improper 
Markush language and thus indefinite. See MPEP 2173.05(h) I. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-12 and 17 are rejected under 35 U.S.C. 103(a) as obvious over Sano 
(US 2003/0092936). 

Sano teaches catalyst for production of acetic acid. Sano teaches contact 
between carrier and solution having water and palladium compound. See [0063]. 
Carrier is further contacted with a group 14, 15 or 16 element (e.g. tellurium chloride) 
dissolved an alkaline substance water. See [0072-0073] and [0121]. Resulted palladium 
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compound loaded catalyst is reduced to obtain a supported catalyst. See [0123]. 
Inclusion of at least one element from group 6 and groups 1 1 -1 2 is stated. Chromium 
chloride and zinc chlorides can be used. See [0097-0098] and [0125]. Sano further 
teaches use of heteropolyacid (e.g. tungstophosphoric acid) during the catalyst 
production. The hetero atom is phosphorous or silicon and the polyatom is at least one 
from tungsten and molybdenum. See [0191-0193] and page 27, column 1, lines 8-20. 

The taught loading of heteropolyacid may differ from that instantly claimed. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have loading of heteropolyacid at last step because the selection of any 
order of mixing ingredients is prima facie obvious. See Ex parte Rubin 128 USPQ 440 
(Bd. App. 1959), In re Burhans, 154 F.2d 690, 69 USPQ 330 (CCPA 1946), and In re 
Gibson, 39 F.2d 975, 5 USPQ 230 (CCPA 1930). See MPEP 2144.04 [R-6] IV C. 

Regarding claim 12, any difference imparted by product by process limitations 
would have been obvious to one having ordinary skill in the art at the time of the 
invention was made because where the examiner has found a substantially similar 
product as in the applied prior art the burden of proof is shifted to the applicant to 
establish that their product is patentably distinct not the examiner to show the same 
process of making, see In re Brown, 173 USPQ 685, In re Fessmann, 180 USPQ 324, 
In re Spada, 15 USPQ2d 1655, In re Fitzgerald, 205 USPQ 594 and MPEP 2113. 
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Response to Arguments 

Applicant's arguments filed 2/9/2009 with respect to claims 1-12 and 17 have 
been considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PRITESH DARJI whose telephone number is (571)270- 
5855. The examiner can normally be reached on Monday to Thursday 8:00AM EST to 
6:00PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on 571-272-1358. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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